A 


Please type a plus sign (+) inside this box [+] pto/sb/os (12/97) 

Approved for use through 09/30/00. OMB 0651-0032 
Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB control number. 


UTILITY PATENT APPLICATION TRANSMITTAL 

(Only for new nonprovisional applications under 37 CFR 1.53(b) 



Attorney Docket No. 004348. P002 Total Pages 

3 l 

c 

) 

4 

First Named Inventor or Application Identifier Dyami Calire 

u 

r — ■ 

Exoress Mail Label No. EL639015197US 


LO 

LO 


<T\ 

i — h 

CD 


ADDRESS TO: Assistant Commissioner for Patents 

Box Patent Application 
Washington, D. C. 20231 


APPLICATION ELEMENTS 

See MPEP chapter 600 concerning utility patent application contents. 

1 . 

XX 

Fee Transmittal Form 



(Submit an original, and a duplicate for fee processing) 

2. 

vv 

XX 

bpeciTication ( I otai r aaes i o ) 



(preferred arrangement set forth below) 



- Descriptive Title of the Invention 



- Cross References to Related Applications 



- Statement Regarding Fed sponsored R&D 



- Reference to Microfiche Aooendix 



- Background of the Invention 



- Brief Summary of the Invention 



- Brief Description of the Drawings (if filed) 



- Detailed Description 



- Claims 



- Abstract of the Disclosure 

3. 

X 

DrawinasfsH35USC 113) (Total Sheets 5 ) 

4. 


Oath or Declaration (Total Pages ) 



a. Newly Executed (Original or Copy) 



b. Copy from a Prior Application (37 CFR 1 .63(d)) 



(for Continuation/Divisional with Box 17 completed) (Note Box 5 below) 



L DELETIONS OF INVENTOR(S) Sianed statement attached deletina 



inventor(s) named in the prior application, see 37 CFR 1.63(d)(2) 



and 1.33(b). 

5. 


Incorporation By Reference (useable if Box 4b is checked) 



The entire disclosure of the prior application, from which a copy of the oath or 



declaration is supplied under Box 4b, is considered as being part of the 



disclosure of the accompanying application and is hereby incorporated by 



reference therein. 

6. 


Microfiche Computer Program (Appendix) 


1 2/01/97 - 1 - PTO/SB/05 (12/97) 


7. Nucleotide and/or Amino Acid Sequence Submission 

(if applicable, all necessary) 

a. Computer Readable Copy 

b. Paper Copy (identical to computer copy) 

c. Statement verifying identity of above copies 

ACCOMPANYING APPLICATION PARTS 

8. Assignment Papers (cover sheet & documents(s)) 

9. a. 37 CFR 3.73(b) Statement (where there is an assignee) 

b. Power of Attorney 

1 0. English Translation Document (if applicable) 

1 1 . a D Information Disclosure Statement (IDS)/PTO-1 449 

b. Copies of IDS Citations 

12. Preliminary Amendment 

13. X Return Receipt Postcard (MPEP 503) (Should be specifically itemized) 

14. a. Small Entity Statement(s) 

b. Statement filed in prior application, Status still proper and desired 

1 5. Certified Copy of Priority Document(s) (if foreign priority is claimed) 

16. X Other: Express Mail Certification 

Unsigned Declaration and Power of Attorney (5 pqs.) 


17. If a CONTINUING APPLICATION, check appropriate box and supply the requisite information: 
Continuation Divisional Continuation-in-part (CIP) 

of prior application No: _ 

1 8. Correspondence Address 

Customer Number or Bar Code Label 

(insert Customer No. or Attach Bar Code Label here) 

or 

X Correspondence Address Below 

NAME Glenn E. Von Tersch (Rea. No: 41.364^ 

BLAKELY. SOKOLOFF. TAYLOR & ZAFMAN LLP 

ADDRESS 12400 Wilshire Boulevard 

Seventh Floor 

CITY Los Angeles STATE California ZIP CODE 90025-1026 

Country U.S.A. TELEPHONE (408)720-8598 FAX (408)720-9397 

1 2/01 /97 - 2 - PTO/SB/05 (1 2/97) 

Approved for use through 09/30/00. OMB 0651-0032 
Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 


Respectfully submitted, o 



BLAKELY SOKOLOFF TAYLOR & ZAFMAN LLP ft^ g: 


Date: ftp^< "~ / '"' By /^(&*"~ ^ " ^ ■ 2^^" 

Glenn E. Von Tersch 


12400 Wilshire Boulevard Reg. No.: 41,364 

Seventh Floor 

Los Angeles, California 90025 
(408) 720-8598 


u 


"Express Mail" mailing label number EL639015197US 
Date of Deposit 


April 25. 2000 


. hereby certify that I am causing this paper or fee to be deposited with the United States Postal 
Service "Express Mail Post Office to Addressee" service on the date indicated above and that this 
paper or fee has been addressed to the Assistant Commissioner for Patents, Washington, D. C. 
20231 



{Signature of pei 
April 25. 2000 
(Date signed) 


«lingtfssue Date: , ggyeyjtfr 


Serial/Patent No.: **** - 

Client: KiDSail .CQ7T1 

Tide: METHOD AND APPARATUS FOR A WEB-RELATED STATE MACHINE 


BSTZ File No.: 004348. P002 
Date Mailed: ApT-M 25, 9000 


Atty/Secty Initials: 
^Docket Due Date: . 


**** 


The following has been received in the U& 

D Amcodmcnt/Respoosc ( pgs.) 

D Appeal Brief ( pgs.) (in tiqjJicate) —J 

"~ Application - Utility ( 16 pgs., ivith cover and abstract) 
Application - Rule 1.53(b) Cootinuatiaa i pgs.) 

Apphcatkm - Rule 133{b) Divisional ( pgs.) ^ 

Application - Role 1.53(b) CIP ( pgs.) 

Application - Rule 1.53(d) CPA Transmittal ( pgs.) 

Application - Design ( pgs.) r - 

Application ¥CT ^gs.) v > - '- % ' 


□ 

o 

D 

n 
o 
a 
a 
o 


Patent & Trademark Office on the date stamped hereon: 

■~m Excess Mail !fo^ £L639015197P S ■ Check No . 34813 
<Q Mnnthfri Fusion nf*TW ^ VA«t: $690.00 

O Issue Fee Transmittal 


Application - Provisional ( pgs.) „- _ ~ , 

Assignment and Cover Sheet 
Certificate of Milling _ ^ ' V' 
Declaration ft POA i ~* pgs.) {unsigned) 
nsckmeDocs&C^&apyifiim ,~ 
Drawings: _JL^* of sheets includes 6 


im Other: - 


.^lO Ko^pf^ppeal 

Q Petition for Extension of Time 

D Petition for 

ttastcard "y^-V"/ 

Preliminary A HKralrocm C ..pgs.) 

O Reply Brief ( _pgs.) _ 

;~JE3 jtoopoase tol**ice of Missing ftrts 



Y- 


Transmittal Utter, in anplicate ^ ^^ff^^^t^:^ 


APPLICATION FOR UNITED STATES LETTERS PATENT 


FOR 


METHOD AND APPARATUS FOR A WEB-RELATED STATE MACHINE 


Inventor: 

Dyami Calire 


Attorney Docket No. 004348.P002 

Prepared by: 
Blakely, Sokoloff, Taylor & Zafman, LLP 
12400 Wilshire Boulevard 
Los Angeles, California 90026-1026 
(408) 720-8300 


"Express Mail" mailing label number 

Date of Deposit frpo \ 2£> 3mn 

I hereby certify that this paper or fee is being deposited with the United States Postal Service "Express Mail 
Post Office to Addressee" service under 37 CFR 1 .1 0 on the date indicated above and is addressed to the 
Assistant Commissioner of Patents and Trademarks, Washington, D.C. 20231 . 


04348.P002 


METHOD AND APPARATUS FOR A WEB-RELATED STATE MACHINE 


FIELD OF THE INVENTION 

The invention relates generally to world wide web sites. More 
5 particularly, the invention relates to execution, presentation and development of 
web sites. 


DESCRIPTION OF RELATED ART 

With the present popularity of the world wide web, having a web 

10 presence is rapidly becoming vital to business success. However, designing 
web pages can be a very tedious task, and is likewise often a time-consuming 
and labor-intensive task. Moreover, as with other forms of software 
development, web sites are prone to design and execution errors or bugs, 
When a web site is designed and created, much of the software 

15 incorporated into the web site is identical to software in other web sites. As a 
result, reusability of code is valuable to web site designers, and modular design 
of web sites is similarly useful. Additionally, the relationships between code 
objects such as objects, procedures and functions, or data can often be 
replicated from one web site to the next. However, it is not uncommon for the 

20 owner of one web site to want a slightly different site from other sites, such that a 
web site may not be wholly duplicated. In particular, the sequence of operations 
required to accomplish an act may vary between web sites, even though each 
operation of the sequence may be common to many web sites. 
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These variations result in errors when code is taken from a first web site 
design and incorporated into a second web site design. As most programmers 
and developers may recognize, the complexity of code for web sites may attain a 
level such that only exceptional attention to detail will eliminate all design errors 
5 or bugs. 

Moreover, web sites are used by and interact with humans, many of whom 
behave in a manner considered unpredictable by developers of web sites. 
Additionally, the technology used to access the world wide web and interact with 
web sites is not always reliable enough to ensure that the interaction occurs 

10 smoothly. Thus, as an example, a user may place an order to purchase stock on 
a stock exchange through an online broker. Due to transmission difficulties or for 
any number of other reasons, the user may not receive confirmation that the 
order was received, and believe the order was not entered. If the user still has 
the order placement web page displayed, the user may attempt to place the 

15 order again. This may result in two orders being placed when the user only 
sought to place one order. 

It will thus be appreciated that reducing errors due to connection 
difficulties, errors due to unpredictable user behavior and errors due to design 
bugs may be beneficial. 
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SUMMARY OF THE INVENTION 

The invention provides a method and apparatus for a web-related state 
machine. In one embodiment, the method may include coordination of action 
states and display states through use of a state machine servlet. The method 
may further include maintenance of an environment for the action states and 
display states through use of the state machine servlet. 

Other features and advantages of the present invention will be apparent 
from the accompanying drawings and from the detailed description that follows 
below. 
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BRIEF DESCRIPTION OF THE DRAWINGS 

The accompanying drawings, which are included as part of the present 
specification, illustrate embodiments of the present invention and together with 
the general description given above and the detailed description given below 
5 serve to explain and teach the principles of the present invention. 

Figure 1 illustrates an embodiment of a state machine and corresponding 

states. 

Figure 2A illustrates an alternate embodiment of a state machine and 
corresponding states. 
10 Figure 2B illustrates components of the states illustrated in Figure 2A. 

Figure 3 illustrates another alternate embodiment of a state machine and 
corresponding states. 

Figure 4 illustrates a medium embodying instructions and data suitable for 
use as a state machine and corresponding states. 
15 Figure 5 illustrates one embodiment of a process of executing a state 

machine. 
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DETAILED DESCRIPTION 

A method and apparatus for a web-related state machine is described. In 
the following description, for purposes of explanation, numerous specific details 
are set forth in order to provide a thorough understanding of the invention. It will 
5 be apparent, however, to one skilled in the art that the invention can be practiced 
without these specific details. In other instances, structures and devices are 
shown in block diagram form in order to avoid obscuring the invention. 

Reference in the specification to "one embodiment" or "an embodiment" 
means that a particular feature, structure, or characteristic described in 
10 connection with the embodiment is included in at least one embodiment of the 
invention. The appearances of the phrase "in one embodiment" in various 
places in the specification are not necessarily all referring to the same 
embodiment, nor are separate or alternative embodiments mutually exclusive of 
other embodiments. 

15 An apparatus for performing the operations herein may also lay within the 

spirit and scope of the present invention. This apparatus may be specially 
constructed for the required purposes, or it may comprise a processor selectively 
activated or reconfigured by execution of a set of instructions. Such a set of 
instructions may be embodied in a machine readable storage medium, such as, 

20 but not limited to, any type of disk including floppy disks, optical disks, CD- 
ROMs, and magnetic-optical disks, read-only memories (ROMs), random access 
memories (RAMs), EPROMs, EEPROMs, magnetic or optical cards, carrier 
waves, or any type of media suitable for storing electronic instructions. 


-5- 


04348.P002 

The algorithms and displays presented herein are not inherently related to 
any particular computer or other apparatus. Various general purpose systems 
may be used with sets of instructions in accordance with the teachings herein, or 
it may prove convenient to construct more specialized apparatus to perform the 

5 required method. The required structure for a variety of these systems will be 
apparent. In addition, the present invention is not described with reference to 
any particular programming language. It will be appreciated that a variety of 
programming languages may be used to implement the teachings of the 
invention as described herein. 

10 A state machine may be provided to manage execution and display of a 

web site. The state machine may oversee execution of display states and action 
states and may also maintain an environment in which the states may be 
executed. The code or objects used to implement each state may then interact 
with the state machine and the environment. Thus, the code or objects may be 

15 simpler and may be reused to implement a variety of web sites. Moreover, a 
history of a user's interaction with a web site may be maintained. 

Providing a state machine to manage execution and display of a web site 
may help to eliminate errors. It may be used to effectively control reused code, 
ensuring that the various portions of code or objects interact properly even 

20 though they are used in different configurations. It may also be used to track 
execution and interaction with users, thus avoiding errors resulting from 
unpredictable user behavior or transmission difficulties. 
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Figure 1 illustrates an embodiment of a state machine and corresponding 
states. Servlet 100 implements the state machine, and may be an object or a 
procedure or other set of code suitable for execution by a processor. In one 
embodiment, servlet 100 accesses a table of states which contains information 

5 about what code or objects implement each state and what the next state should 
be after each state is executed. Thus, servlet 1 00 may access the table of 
states and then cause execution of the appropriate code or activity by the 
appropriate object to occur. 

State 1 D is a display state. Display states involve display of a web page, 

10 and may be implemented as HTML code in one embodiment. A display state 
may result in an action taken by a user. State 1 A is an action state. Action 
states involve some form of internal action or execution by the machine used to 
execute the web site in one embodiment. Similarly, state 2D is a display state, 
and states 2A1 and 2A2 are action states. 

15 In one embodiment, state 1 D displays a login screen to which a user 

submits a user identification (userid) and a password. The servlet 100 maintains 
the userid and the password in the environment, and passes execution on to 
state 1 A. In state 1 A, the userid and password are validated, a determination is 
made as to whether they are valid and as to whether they match each other. 

20 The servlet 1 00 then passes exection to state 2D, a list of products is displayed 
and an order may be accepted. 

Next, the servlet 100 passes execution to state 2A1 , order information as 
submitted by a user in state 2D is extracted from the environment and a 
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determination is made as to whether the order may be filled. This determination 
may include actions such as checking for availability of a product, whether the 
user is permitted to order the product, and any other details that may be 
appropriate. Then the servlet 100 passes execution to state 2A2, the order is 

5 generated, with appropriate shipping information from the user (such as 
information in a stored profile) along with the actual order information such as 
product identification, quantity, price, and other relevant information. 

Figure 2A illustrates an alternate embodiment of a state machine and 
corresponding states. In this embodiment, servlet 100 accesses a table which 

10 contains only two states, state 200D (a display state) and state 200A, an action 
state. Figure 2B illustrates components of the states illustrated in Figure 2A. As 
will be apparent, both the display portions of state 1 D and state 2D are 
incorporated into state 200D. Similarly, the action portions of states 1A, 2A1 and 
2A2 are incorporated into state 200A. 

15 Thus, in one embodiment, both the login information and product order 

information are displayed as part of state 200D, and both login information and 
order information may be accepted in state 200D. Then, the servlet 100 passes 
execution to state 200A, where the login validation, order availability 
determination, and order generation occur. It will be appreciated that the actions 

20 may occur in serial or parallel fashion, provided that the order generation does 
not complete successfully unless both the order availability determination and 
login validation complete successfully. Furthermore, it will be appreciated that 
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the states of Figures 1 and 2 may only represent a subset of the necessary 
states for implementing a full web site of linked web pages. 

One may refer to a set of associated states as a wizard, and the wizard 
may be expected to suitable for accomplishing some task associated with the 

5 web site. Thus, states 2D, 2A1 and 2A2 of Figure 1 may be a wizard which in 
one embodiment may be used to receive and generate an order. Similarly, one 
may refer to a set of wizards as a domain, and a complete domain may be 
suitable for implementation of an entire web site or a portion of a web site. In 
some embodiments, each wizard may have a separate state table, while the 

10 domain has a state table with references to each wizard. Alternatively, a domain 
may have a single state table with references to each state in the domain, and 
with wizards defined as portions of the domain. 

Figure 3 illustrates another alternate embodiment of a state machine and 
corresponding states. In this embodiment, the init state makes a determination 

15 of whether path PA or path PB is suitable for execution. This determination may, 
for example, be based on how the web site is being accessed (fast or slow 
connection for example) or on where (what URL) the user was at prior to 
accessing the web site. Should path PA be chosen, the states will be executed 
in a first order. Should path PB be chosen, the states will be executed in a 

20 second order. It will be appreciated that the states following paths PA and PB 
need not be identical, and that the linkages may be arbitrarily complex. 
However, it will be similarly appreciated that the servlet may be expected to 
control execution of the states regardless of which path is chosen. 
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Figure 4 illustrates a medium embodying instructions and data suitable for 
use as a state machine and corresponding states. It will be appreciated that the 
information stored in the medium may vary depending on what is suitable for the 
particular medium. For example, the environment data may not be suitable for 

5 storage in read-only memory or other media which is not suitable for the rapid 
changes that may be expected in the environment data. Similarly, random 
access memory used by a processor to store the instructions may only store 
some portion of the instructions at any one time. All the same, the components 
used to execute a web site may be stored in the media separately or together. A 

10 processor may then access these components as necessary to execute the web 
site. 

Figure 5 illustrates one embodiment of a process of executing a state 
machine. At block 510, the states are coordinated, such that execution of the 
applicable code or action by the applicable objects occurs in a proper manner for 

15 each state and the transition from one state to the next occurs properly. At block 
520, the environment is maintained. This includes creating, managing and 
deleting instances of objects or other data and in particular may include 
managing any data which the various states may need access to. At block 530, 
the states interact with the state machine and the environment. This may 

20 include passing messages from state objects to environment objects, modifying 
environment data, or communicating a success or failure result from a state to 
the state machine. It will be appreciated that the blocks of Figure 5 represent 
portions of a process or method which may occur either in parallel or in serial 
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fashion in a multitasked or single-task environment. Furthermore, it will be 
appreciated that implementation of these portions of the process may occur in a 
variety of ways within the spirit and scope of the invention. In particular, the 
state machine and state code may be written in C or may be implemented as 

5 C++ objects, thus resulting in different communication methodologies and 
execution patterns without departing from the spirit of the invention. 

In the foregoing detailed description, the method and apparatus of the 
present invention has been described with reference to specific exemplary 
embodiments thereof. It will, however, be evident that various modifications and 

10 changes may be made thereto without departing from the broader spirit and 
scope of the present invention. In particular, the separate blocks of the various 
block diagrams represent functional blocks of methods or apparatuses and are 
not necessarily indicative of physical or logical separations or of an order of 
operation inherent in the spirit and scope of the present invention. For example, 

15 the various blocks of Figure 4 may be integrated into components, or may be 
subdivided into components. Moreover, the blocks of Figure 5 represent 
portions of a method which, in some embodiments, may be reordered or may be 
organized in parallel rather than in a linear or step-wise fashion. The present 
specification and figures are accordingly to be regarded as illustrative rather than 

20 restrictive. 
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CLAIMS 

What is claimed is: 


1 1 . A method of operating a web site, comprising: 

2 coordinating states of a web site, the states including code which may be 

3 executed to effect the display and actions of the web site; and 

4 maintaining an environment of the web site, the code of the states having 

5 access to the environment. 

1 2. The method of claim 1 , wherein: 

2 the coordinating and maintaining are performed by a state machine; and 

3 the state machine interacting with the states. 

1 3. The method of claim 2, wherein: 

2 maintaining the environment includes creating and managing environment 

3 data. 

1 4. The method of claim 1 , wherein: 

2 interacting with the states includes receiving indications of success or 

3 failure from the states, supplying environment data to the states and receiving 

4 changes to environment data from the states. 

1 5. A system for operating a web site with a state machine, comprising: 
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2 means for coordinating states of a web site, the states including code 

3 which may be executed to effect the display and actions of the web site; and 

4 means for maintaining an environment of the web site, the code of the 

5 states having access to the environment. 

1 6. The system of claim 5, further comprising: 

2 means for interacting with the states. 

1 7. A machine-readable medium embodying a plurality of instructions, 

2 the plurality of instructions when executed by a processor, causing the processor 

3 to perform the method comprising: 

4 coordinating states of a web site, the states including code which may be 

5 executed to effect the display and actions of the web site; and 

6 maintaining an environment of the web site, the code of the states having 

7 access to the environment. 

1 8. The machine-readable medium of claim 7 embodying additional 

2 instructions, the additional instructions when executed by a processor, causing 

3 the processor to perform the method wherein: 

4 the coordinating and maintaining are performed by a state machine; and 

5 the state machine interacting with the states. 
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1 9. The machine-readable medium of claim 8 embodying additional 

2 instructions, the additional instructions when executed by a processor, causing 

3 the processor to perform the method wherein: 

4 maintaining the environment includes creating and managing environment 

5 data. 

1 10. The machine-readable medium of claim 8 embodying additional 

2 instructions, the additional instructions when executed by a processor, causing 

3 the processor to perform the method wherein: 

4 interacting with the states includes receiving indications of success or 

5 failure from the states, supplying environment data to the states and receiving 

6 changes to environment data from the states. 
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ABSTRACT OF THE DISCLOSURE 
The invention provides a method and apparatus for a web-related state 
machine. In one embodiment, the method may include coordination of action 
states and display states through use of a state machine servlet. The method 
may further include maintenance of an environment for the action states and 
display states through use of the state machine servlet. 
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P46.244; Dennis M. deGuzman, Reg. No. 41,702; Stephen M. De Klerk, under 37 C.F.R. § 10.9(b); 
Michael Anthony DeSanctis, Reg. No. 39,957; Daniel M. De Vos, Reg. No. 37,813; Robert Andrew Diehl, 
Reg. No. 40,992; Sanjeet Dutta, Reg. No. P46.145; Matthew C. Fagan, Reg. No. 37,542; Tarek N. Fahmi, 
Reg. No. 41,402; Paramita Ghosh, Reg. No. 42,806; James Y. Go, Reg. No. 40,621; James A. Henry, 
Reg. No. 41,064; Willmore F. Holbrow III, Reg. No. P41.845; Sheryl Sue Holloway, Reg. No. 37,850; 
George W Hoover II, Reg. No. 32,992; Eric S. Hyman, Reg. No. 30,139; William W. Kidd, Reg. No. 
31,772; Sang Hui Kim, Reg. No. 40,450; EricT. King, Reg. No. 44,188; Erica W. Kuo, Reg. No. 42,775; 
Kurt P. Leyendecker, Reg. No. 42,799; Michael J. Mallie, Reg. No. 36,591; Andre L. Marais, under 37 
C.F.R. § 10.9(b); Paul A. Mendonsa, Reg. No. 42,879; Darren J. Milliken, Reg. 42,004; Lisa A. Norris, 
Reg. No. 44,976; Chun M. Ng, Reg. No. 36,878; Thien T. Nguyen, Reg. No. 43,835; Thinh V. Nguyen, 
Reg. No. 42,034; Dennis A. Nicholls, Reg. No. 42,036; Daniel E. Ovanezian, Reg. No. 41,236; Marina 
Portnova, Reg. No. P45.750; Babak Redjaian, Reg. No. 42,096; William F. Ryann, Reg. 44,313; James 
H. Salter, Reg. No. 35,668; William W. Schaal, Reg. No. 39,018; James C. Scheller, Reg. No. 31,195; 
Jeffrey Sam Smith, Reg. No. 39,377; Maria McCormack Sobrino, Reg. No. 31,639; Stanley W. Sokoloff, 
Reg. No. 25,128; Judith A. Szepesi, Reg. No. 39,393; Vincent P. Tassinari, Reg. No. 42,179; Edwin H. 
Taylor, Reg. No. 25,129; John F. Travis, Reg. No. 43,203; George G. C. Tseng, Reg. No. 41,355; Joseph 
A. Twarowski, Reg. No. 42,191; Lester J. Vincent, Reg. No. 31,460; Glenn E. Von Tersch, Reg. No. 
41,364; John Patrick Ward, Reg. No. 40,216; Mark L. Watson, Reg. No. P46.322; Thomas C. Webster, 
Reg. No. P46.154; Charles T. J. Weigell, Reg. No. 43,398; Kirk D. Williams, Reg. No. 42,229; James M. 
Wu, Reg. No. 45,241; Steven D. Yates, Reg. No. 42,242; and Norman Zafman, Reg. No. 26,250; my 
patent attorneys, and Justin M. Dillon, Reg. No. 42,486; my patent agent, of BLAKELY, SOKOLOFF, 
TAYLOR & ZAFMAN LLP, with offices located at 12400 Wilshire Boulevard, 7th Floor, Los Angeles, 
California 90025, telephone (310) 207-3800, and James R. Thein, Reg. No. 31,710, my patent attorney. 
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APPENDIX B 


Title 37, Code of Federal Regulations, Section 1.56 
Duty to Disclose Information Material to Patentability 

(a) A patent by its very nature is affected with a public interest. The public interest is best served, 
and the most effective patent examination occurs when, at the time an application is being examined, the 
Office is aware of and evaluates the teachings of all information material to patentability. Each individual 
associated with the filing and prosecution of a patent application has a duty of candor and good faith in 
dealing with the Office, which includes a duty to disclose to the Office all information known to that individual 
to be material to patentability as defined in this section. The duty to disclosure information exists with respect 
to each pending claim until the claim is cancelled or withdrawn from consideration, or the application becomes 
abandoned. Information material to the patentability of a claim that is cancelled or withdrawn from 
consideration need not be submitted if the information is not material to the patentability of any claim 
remaining under consideration in the application. There is no duty to submit information which is not material 
to the patentability of any existing claim. The duty to disclosure all information known to be material to 
patentability is deemed to be satisfied if all information known to be material to patentability of any claim 
issued in a patent was cited by the Office or submitted to the Office in the manner prescribed by §§1 .97(b)-(d) 
and 1 .98. However, no patent will be granted on an application in connection with which fraud on the Office 
was practiced or attempted or the duty of disclosure was violated through bad faith or intentional misconduct. 
The Office encourages applicants to carefully examine: 

(1 ) Prior art cited in search reports of a foreign patent office in a counterpart application, and 

(2) The closest information over which individuals associated with the filing or prosecution of a 
patent application believe any pending claim patentably defines, to make sure that any material information 
contained therein is disclosed to the Office. 

(b) Under this section, information is material to patentability when it is not cumulative to 
information already of record or being made or record in the application, and 

(1) It establishes, by itself or in combination with other information, a prima facie case of 
unpatentability of a claim; or 

(2) It refutes, or is inconsistent with, a position the applicant takes in: 

(i) Opposing an argument of unpatentability relied on by the Office, or 

(ii) Asserting an argument of patentability. 

A prima facie case of unpatentability is established when the information compels a conclusion that a claim is 
unpatentable under the preponderance of evidence, burden-of-proof standard, giving each term in the claim 
its broadest reasonable construction consistent with the specification, and before any consideration is given to 
evidence which may be submitted in an attempt to establish a contrary conclusion of patentability. 

(c) Individuals associated with the filing or prosecution of a patent application within the 
meaning of this section are: 

(1) Each inventor named in the application; 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substantively involved in the preparation or prosecution of the 
application and who is associated with the inventor, with the assignee or with anyone to whom there is an 
obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may comply with this section by 
disclosing information to the attorney, agent, or inventor. 
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